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The following is a quotation of the first paragraph of 35 U.S. C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of making 
and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the art to which it 
pertains, or with which it is most nearly connected, to make and use the same and shall set forth the best mode 
contemplated by the inventor of carrying out his invention. 

Claims 29-61 are rejected under 35 U.S.C. 1 12, first paragraph, as failing to comply with 
the written description requirement. The claims contains subject matter which was not described 
in the specification in such a way as to reasonably convey to one skilled in the relevant art that 
the inventors, at the time the application was filed, had possession of the claimed invention. The 
original disclosure (particularly in reference to the elected embodiment) neither describes nor 
fairly suggests to one of ordinary skill the claimed method involving an implant length "adapted 
to allow at least a portion of the leading end ... to be seated on the peripheral rim of the densely 
compacted bone along the anatomical curvature of the adjacent vertebral bodies" (claim 29, lines 
10-14). Similar problems exist in claims 39, 60, and 61. Because of the procedure for 
interpreting such claims as set forth in MPEP § 2163.06, prior art may be applicable to any 
subsequently amended claims. 

The Applicant's remarks have been considered. The examiner agrees with the Applicant 
that the vertebral bodies V as represented in Figures 1, 4, 5, 6A-6C, and others are of the same 
shape and size in the drawings as originally filed in grandparent application serial no. 09/263,266 
(now US 6,241,770 Bl), and a superposition of Figures 1 and 6C would have led one of ordinary 
skill in the art to a drawing similar to that shown in Exhibit 1 (submitted by the Applicant on 
January 30, 2008). At first glance, the drawing of Exhibit 1 appears to show at least portions of 
medial and lateral leading end corners seated on, or placed on (e.g., instant claim 61), the 
peripheral rim AR. However, the drawing is a two-dimensional representation of three- 
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dimensional structure, and such corners would have been interpreted by the ordinary practitioner 
to be located within the disc space and spaced from the adjacent vertebral bodies. In the absence 
of any specifics on the surface geometry of leading end 102, one of ordinary skill would have 
interpreted the apparent convexity to be three-dimensional in nature so that the surface would 
curve away from the apophyseal rim because of the surface convexity in a sagittal plane. 
Moreover, a mere "touching" at a localized end region is not consistent with the Applicant's own 
use of the term "sit" or "seated" in the original disclosure (US 6,241,770 Bl : column 3, lines 28- 
39; column 4, lines 7-8; column 7, line 62, through column 8, line 14; etc.). "Inherency may not 
be established by probabilities or possibilities" (MPEP § 2163); when an explicit limitation in a 
claim "is not present in the written description whose benefit is sought it must be shown that a 
person of ordinary skill would have understood, at the time the patent application was filed, that 
the description requires that limitation" {Hyatt v. Boone, 146 F.3d 1348, 1353, 47 USPQ2d 1 128, 
1131 (Fed. Cir. 1998); emphasis added). 

THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1.136(a). A shortened statutory period for reply to this final action 
is set to expire THREE MONTHS from the mailing date of this action. In the event a first reply 
is filed within TWO MONTHS of the mailing date of this final action and the advisory action is 
not mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of the 
advisory action. In no event, however, will the statutory period for reply expire later than SIX 
MONTHS from the mailing date of this final action. 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Dave Willse, whose telephone number is 571-272-4762 and who 
is generally available Monday, Tuesday, and Thursday. If attempts to reach the examiner by 
telephone are unsuccessful, the examiner's supervisor, Corrine McDermott, can be reached on 
571-272-4754. The fax phone number for the organization where this application or proceeding 
is assigned is 571-273-8300. 



/Dave Willse/ 



Primary Examiner 
Art Unit 3738 



